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DETAILED ACTION 
Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 23-25 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. In the instant case, each claim recite, 
"substantially uniform width," "substantially uniform height," and "substantially 
perpendicular" however applicant has no support for such a broad range in his 
specification. Instead, applicant only has support for "uniform width," "uniform height," 
and "perpendicular," respectively. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 26 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 

for failing to particularly point out and distinctly claim the subject matter which applicant 

regards as the invention. Claim 26 recites the limitation "said third plate" in line 1. 

There is insufficient antecedent basis for this limitation in the claim. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-3, 6-15, and 18-26 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Mochizuki et al. (JP.2-246863) in view of Midling et al. (WO 

95/26254). Mochizuki et al. teach an end portion of said hollow member, which is 

capable of being used in friction stir welding, the hollow frame member has a raised 

portion (figure 2, item 27e) which projects to an outer side in a thickness direction (vis a 

vis figure 2, item 27c and the opposite side) of said hollow frame member from one side 

of the face of said hollow frame member, extending beyond said one side face in said 

thickness direction (see figure 2, where thickness direction is along a direction 

perpendicular to plates 27b and 27a on the other plate and where element 27e extends 

along the thickness direction due to the width or thickness of the element 27e, noting 

that the width of the plates 27a, b including the raised portion 27e "extends" along the 

thickness direction), and is provided integrally on said end portion of the hollow frame 

member (figure 2, item 27a and 27b); said raised portion of said hollow frame member 

is capable of having a rotary tool and where during the welding the material of the 

raised portion is capable of filling the gaps; having a first and second plate, which is 

substantially parallel to the first plate (figure 2, 1 first and 2 second parallel plates 27b 

and 27a); a third plate connecting said first plate and second plate and a raised portion 
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integrally provided on an end portion of the first plate (figure 2, item 27c), said raised 
portion projects to an outer side in a thickness direction of said first plate from one side 
of said first plate (vis a vis figure 2, item 27c and the opposite side); said raised portion 
of said first plate is a portion capable of having a rotary tool inserted therein in a 
thickness direction (as that the broadest reasonable interpretation of the claim language 
provides for two interpretations of the tool placement; for example the tool axis can be 
perpendicular to the thickness direction, or the tool axis can be parallel to the thickness 
direction as would be capable for welding the structure of Mochizuki where the 
thickness direction is perpendicular the length of the plates 27a, b) so as to carry out the 
friction stir welding and during the weld the material of the raised portion is capable of 
filling the gaps (see Mochizuki, abstract, purpose; where Mochizuki also discloses 
improved bonding of the members); having a first and second plate, which is 
substantially parallel to the first plate (figure 2, 1 first and 2 second parallel plates 27b 
and 27a); where an end portion of a second plate at a side of an end portion of said first 
plate of said hollow frame ember having said raised portion, the hollow frame member 
has a further raised portion (figure 2, item 27e); where the further raised portion projects 
to an outer side in a thickness direction of the second plate from one side face of said 
second plate (figure 2, item 27f, where the side portion is the side of the plate); said 
further raised portion of said second plate is a portion capable of having said rotary tool 
inserted therein, during the friction stir welding, material of said further raised portion of 
the second plate fills any gaps (figure 2, 1 first and 2 second parallel plates 27b and 
27a); where the plates have exposed outer faces and where the raised portion project 
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beyond the exposed outer faces of the first and second plates in the thickness direction 
(figure 2, items 27a and b); where the thickness direction is perpendicular to the 
exposed outer faces (figure 2, items 27a and b); where the thickness direction is a 
direction perpendicular to the first plate (figure 2, items 27a and b); where the first plate 
of hollow member has an exposed outer face and wherein the raised portion projects 
beyond the exposed outer face in the thickness direction (figure 2, items 27a and b); 
where the members are of the same material (figure 2, item 27); and a vertical plate or 
third plate located below the raised portion (figure 2, item 27c); wherein the third plate 
extends in said thickness direction (see figure 2, item 27c which extends perpendicular 
to the plates 27a, b in the thickness direction as previously discussed). The examiner 
notes that the raised portion will necessarily fill gaps between the members during the 
friction stir welding process. Midling et al. teach at an end portion of first and second 
plate adapted to be used in friction stir welding, said member has a raised portion which 
projects to a thickness direction, where the thickness direction is along the thickness of 
the length, of said member from one side face of said member (figure 5c), and said 
raised portion is a portion adapted to have a rotary tool inserted therein so as to carry 
out a friction stir welding (figure 5c, friction stir welding tool). It would have been 
obvious to one of ordinary skill in the art at the time of the invention to modify the 
structure of Mochizuki et al. to utilize friction stir welding such as disclosed in Midling et 
al. in order to ensure uniform homogenized weld seams (see Midling et al. page 2). 
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Response to Arguments 

Applicant's arguments filed May 1, 2007 have been fully considered but they are 
not persuasive. 

Applicant argues there is no criticality set forth in Applicant's disclosure for 
"exactly" uniform or "exactly" perpendicular. The examiner agrees. Applicant goes on 
to argue that because of this, applicant should be allowed to claim the broad range of 
substantially uniform and substantially perpendicular (pages 11-13). The examiner 
disagrees. Merely because there is no criticality does not mean that applicant can claim 
such a broad range. Instead, Applicant's specification must reasonably convey they 
had possession of the claimed invention. In the instant case, it is the examiner's 
position that Applicant's single embodiment showing uniform and perpendicular does 
not reasonably convey that Applicant had possession of the broadly claimed invention. 
As stated in the previous office action, applicant only has support for "uniform" and 
"perpendicular." Applicant does not have support for the broad range of substantially 
uniform and substantially perpendicular. 

Applicant argues the meaning of "substantially" and continues to argue that there 
is sufficient disclosure within the original description to support the claimed 
"substantially uniform" height and width and "substantially perpendicular" abutted 
configuration (page 12). The examiner disagrees, and notes that "substantially" is 
interpreted to encompass a broad spectrum of limitations near and far from the actual or 
exact description. Hence, "substantially uniform" height and width also encompasses all 
height and widths which are non-uniform (see argument on page 13 as well); which has 
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not been disclosed or even suggested within Applicant's original specification. During 
patent examination, the pending claims must be "given the broadest reasonable 
interpretation." Applicant always has the opportunity to amend the claims during 
prosecution, and broad interpretation by the examiner reduces the possibility that the 
claim, once issued, will be interpreted more broadly than is justified. In re Prater , 415 
F.2d 1393, 1404-05, 162 USPQ 541, 550-51 (CCPA 1969). 

Applicant argues specific embodiments disclosed for the perpendicular 
configuration which Applicant believes supports the claim for "substantially 
perpendicular" (page 13). Applicant cites page 14 of the original specification regarding 
description of figure 14, which contains language including "virtually perpendicular;" and 
cites page 5, lines 16-20 which discloses perpendicular "as much as possible." While 
these encompass two specific and different embodiments of the invention which may 
include "virtually" or (as Applicant argues) "substantially" perpendicular configuration; 
Applicant has not made any disclosure or suggestion within the description to provide 
support that all embodiments of the invention are always "substantially" perpendicular 
(which includes all configurations which are not perpendicular based on the broadest 
reasonable interpretation of the claim language). Furthermore, even with these two 
specific examples of "virtually" perpendicular or perpendicular "as much as possible," 
the applicant has no support within the original disclosure for all of "substantially 
perpendicular" and "substantially uniform height" and "substantially uniform width" for 
each and every embodiment possible for the instant invention, or regarding the 
invention generally (invention as a whole, as argued by the applicant on page 14). 
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Therefore, claims 23-25 still maintain new matter as that they have no support within the 
specification for all of these claimed features combined (as instantly claimed). 

Applicant also argues that the Examiner would have neither taught nor would 
have suggested such hollow frame member as in the present claims, and continues to 
list each limitation of the claims with regard to the prior art of record (pages 15-17). 
However, the applicant has failed to provide any reasons for arguing this and merely 
recites the claim language alleging that the prior art of record does not teach or suggest 
all of the claim limitations without providing any disclosure within the prior art which 
would lead one of ordinary skill in the art to believe that the claimed limitations are not 
taught or suggested and without providing any evidence that Applicant's claimed 
invention is unexpected and significantly different from the disclosure cited by the 
examiner in the rejection of record. The examiner disagrees and maintains that the 
prior art of record as combined teaches and/or suggests all of the instantly claimed 
limitations and points the applicant to review the rejection of record for citations of each 
teaching within the prior art. 

Applicant argues that the references of record do not teach or suggest the 
structure as in the present claims, including specific features of claims 1-3, and cites 
that the art does not disclose "positioning thereof such that the vertical or third plate 
supports a load during the friction stir welding (page 17). While the examiner points out 
that this limitation is met by the prior art of record and discussed in the rejection above; 
the examiner also notes that intended use limitations of equipment or the process of 
achieving the desired products such as the structure of Applicant's claim, hold limited 
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patentable weight during the examination of apparatus or product claims, which should 
include structural limitations necessary to achieve the novel structure of the applicant's 
disclosure. 

Applicant argues that the teaching of the applied reference would have neither 
disclosed nor would have suggested the claimed hollow frame member wherein the two 
recited frame members are friction stir welded to each other (page 17). The examiner 
disagrees and notes that these features are taught and/or suggested by the prior art of 
record and points the applicant to review the rejection of record above for citations of 
each of the teachings. 

The applicant also argues that the teachings of the applied references would 
have neither disclosed nor would have suggested other features of the present 
invention as in the remaining, dependent claims, which have features as discussed 
previously in connection with claims 1 , 2, and 3 (page 17). The examiner disagrees for 
all of the same reasons discussed with regard to Applicant's arguments regarding the 
rejection of claims 1 , 2, and 3 above. 

In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., "indentations "deformation and sunken portions) in the friction stir weld joint can be 
substantially avoided" (page 18)) are not recited in the rejected claim(s). Although the 
claims are interpreted in light of the specification, limitations from the specification are 
not read into the claims. See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. 
Cir. 1993). The examiner also notes that even if Applicant claimed such use of the 
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friction stir welding operation (as argued on page 18), it would hold limited patentable 
weight during examination of the instant product claims without proper limiting the claim 
to only the structural features of the product itself. 

In response to applicant's arguments against the references individually (with 
regard to Mochizuki et al. on pages 19-21 and Midling et al. on pages 21-23), one 
cannot show nonobviousness by attacking references individually where the rejections 
are based on combinations of references. See In re Keller, 642 F.2d 413, 208 
USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 
1986). On page 19, Applicant argues that Mochizuki et al. does not disclose, nor would 
have suggested structure being friction stir welded; however, the examiner disagrees. 
Mochizuki et al. disclose bonding of the structural elements to arrive at the instantly 
claimed product. Furthermore, Midling et al. disclose friction stir welding method for 
joining members. 

In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., "avoiding indentations/deformations in the friction stir welded joint utilizing the 
hollow frame member (page 19-20)) are not recited in the rejected claim(s). Although 
the claims are interpreted in light of the specification, limitations from the specification 
are not read into the claims. See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 
(Fed. Cir. 1993). 

Applicant argues that the structure 27e of figure 2 in Mochizuki does not project 
to an outer side in a thickness direction of the hollow frame member, extending beyond 
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the one side face in the thickness direction (page 20). The examiner disagrees. 
Mochizuki et al. teach an end portion of said hollow member, where the hollow frame 
member has a raised portion (figure 2, item 27e) which projects to an outer side in a 
thickness direction (vis a vis figure 2, item 27c and the opposite side) of said hollow 
frame member from one side of the face of said hollow frame member, extending 
beyond said one side face in said thickness direction (see figure 2, where thickness 
direction is along a direction perpendicular to plates 27b and 27a on the other plate and 
where element 27e extends along the thickness direction due to the width or thickness 
of the element 27e, noting that the width of the plates 27a,b including the raised portion 
27e "extends" along the thickness direction), and is provided integrally on said end 
portion of the hollow frame member (figure 2, item 27a and 27b). 

During patent examination, the pending claims must be "given the broadest 
reasonable interpretation." Applicant always has the opportunity to amend the claims 
during prosecution, and broad interpretation by the examiner reduces the possibility that 
the claim, once issued, will be interpreted more broadly than is justified. In re Prater , 
415 F.2d 1393, 1404-05, 162 USPQ 541, 550-51 (CCPA 1969). Applicant argues that 
item 27e cannot qualify as the raised portion as in the present claims, projecting to an 
outer side in a thickness direction of the hollow frame member from one side face of the 
hollow member, and extending beyond the one side face in a thickness direction (page 
20). The examiner disagrees, and points out to the Applicant that Mochizuki clearly 
encompasses each of these limitations regarding the raised portion of the hollow frame 
member (as discussed directly above) based on the broadest reasonable interpretation 
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of the instant claim language. Furthermore, Applicant has not given any explanation of 
how the element 27e of Mochizuki cannot be the same as the Applicant's claimed 
"raised portion;" nor has the applicant provided any evidence or support to show that the 
instant invention is significantly different from that of the prior art. 

The applicant also argues that Mochizuki et aL would have neither taught nor 
suggested the vertical or third plate, which supports a load during the friction stir 
welding (pages 20-21). In response to applicant's arguments against the references 
individually, one cannot show nonobviousness by attacking references individually 
where the rejections are based on combinations of references. See In re Keller, 642 
F.2d 413, 208 USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 
USPQ 375 (Fed. Cir. 1986). The examiner points out the friction stir welding features of 
Midling in reference to similar structural features of the workpieces or frame structures 
within each of the prior art. Furthermore, the applicant then argues that there is no 
"raised portion" in Midling, and the prior art of record cannot fairly be combined to arrive 
at the instantly claimed invention (page 21-22). Again, in response to applicant' 
arguments against the references individually, one cannot show nonobviousness by 
attacking the references individually where the rejections are based on combinations of 
references. Furthermore, Midling et al. discloses workpieces for which the friction stir 
welding is performed on, where the substrate includes two portions lapped over one 
another, where the lapped joint comprises an overhang or "raised portion" of material 
extending from the surface of each workpiece. See the joint in the at the friction stir 
welding connection of the workpieces in figure 5c. 
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Applicant argues that the teachings of Mochizuki and Midling individually or in 
combination would have neither taught nor suggested the raised portion as in the 
present claims (page 22). The examiner disagrees for the same reasons previously 
discussed with reference to both Mochizuki and Midling above, particularly with 
reference to the arguments against Mochizuki discusses above. In response to 
applicant's argument that there is no suggestion to combine the references, the 
examiner recognizes that obviousness can only be established by combining or 
modifying the teachings of the prior art to produce the claimed invention where there is 
some teaching, suggestion, or motivation to do so found either in the references 
themselves or in the knowledge generally available to one of ordinary skill in the art. 
See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)and In re Jones, 958 
F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, It would have been obvious 
to one of ordinary skill in the art at the time of the invention to modify the structure of 
Mochizuki et al. to utilize friction stir welding such as disclosed in Midling et al. in order 
to ensure uniform homogenized weld seams (see Midling et al. page 2). 

Applicant also argues that the two references should not be reasonably 
combined because they view different technologies and different problems are 
addressed in each (page 22). While the examiner agrees these are the factors for 
considering suggestion to combine references, the examiner disagrees that the two 
references cannot be fairly combined. The references contain sufficient suggestion to 
combine if they are within the same field of endeavor, or, if not, then the references are 
reasonably pertinent to the same problem with which each was trying to solve. The 



Application/Control Number: 10/600,574 Page 14 

Art Unit: 1725 

examiner points out that both Mochizuki and Midling are relevant to the same field of 
endeavor, mainly, for bonding of structural members of different materials (including 
metals and alloys). See Mochizuki, abstract, purpose and see Midling pages 1-3. 

Applicant argues that the advantages of the present invention are not taught or 
suggested by the prior art (page 23). The examiner disagrees for the same reasons 
discussed above. Furthermore, the examiner notes that the advantages of the present 
invention are not recited within the instant claim language. Although the claims are 
interpreted in light of the specification, limitations from the specification are not read into 
the claims. See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

Applicant also argues the Midling shows a solid plate being friction stir welded, 
therefore the teachings of this reference alone or in combination would not suggest that 
claimed for the instant invention. The examiner once again reminds the applicant to 
review the teachings of Mochizuki with regard to the structure being bonded (friction stir 
welded), and in combination with the friction stir welding step of Midling would clearly 
suggest and/or teach each of the claim limitations as broadly written. In response to 
applicant's arguments against the references individually, one cannot show 
nonobviousness by attacking references individually where the rejections are based on 
combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 
1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 

Applicant argues that Mochizuki teaches away from the hollow frame member as 
the present claims imply; and applicant believes that the structure of Mochizuki is not 
adapted to have a rotary tool inserted in the raised portion in the thickness direction 
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(page 23). The MPEP states, "patents are relevant as prior art for all they contain," 

more specifically stating, 

'The use of patents as references is not limited to what the patentees describe 
as their own inventions or to the problems with which they are concerned. They 
are part of the literature of the art, relevant for all they contain." In re Heck, 699 
F.2d 1331, 1332-33, 216USPQ 1038, 1039 (Fed. Cir. 1983) (quoting In re 
Lemelson, 397 F.2d 1006, 1009, 158 USPQ 275, 277 (CCPA 1968)). 

A reference may be relied upon for all that it would have reasonably suggested to 
one having ordinary skill the art, including nonpreferred embodiments. Merck & 
Co. v. Biocraft Laboratories, 874 F.2d 804, 10 USPQ2d 1843 (Fed. Cir.), cert, 
denied, 493 U.S. 975 (1989). See also Celeritas Technologies Ltd. v. Rockwell 
International Corp., 150 F.3d 1354, 1361, 47 USPQ2d 1516, 1522-23 (Fed. Cir. 
1998) (The court held that the prior art anticipated the claims even though it 
taught away from the claimed invention. "The fact that a modem with a single 
carrier data signal is shown to be less than optimal does not vitiate the fact that it 
is disclosed.") MPEP 2123 I. 

. Furthermore, the examiner does not believe that Mochizuki teaches away from the 
hollow structure including a configuration capable of having a rotary tool inserted in the 
raised portion in the thickness direction. The examiner repeats (from the rejection 
above) that Mochizuki discloses said raised portion of said first plate is a portion 
capable of having a rotary tool inserted therein in a thickness direction (as that the 
broadest reasonable interpretation of the claim language provides for two interpretations 
of the tool placement; for example the tool axis can be perpendicular to the thickness 
direction, or the tool axis can be parallel to the thickness direction as would be capable 
for welding the structure of Mochizuki where the thickness direction is perpendicular the 
length of the plates 27a, b) so as to carry out the friction stir welding and during the weld 
the material of the raised portion is capable of filling the gaps (see Mochizuki, abstract, 
purpose; where Mochizuki also discloses improved bonding of the members). 



Application/Control Number: 10/600,574 
Art Unit: 1725 



Page 16 



Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Rachel E. Beveridge whose telephone number is 571- 

272- 5169. The examiner can normally be reached on Monday through Friday, 9 am to 
6 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jonathan Johnson can be reached on 571-272-1 177. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/reb/ 

20 July 2007 




